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Facsimile Transmittal Sheet 

CONFIRMATION COPY WILL FOLLOW VIA: 



■ Mail 

□ International Airmail 

□ Courier 

□ E-Mail 



□ Will Not Follow 

□ Handdelivbry 
Q With Enclosures 

□ Without Enclosures 



Confidentialitv Notice ; 

The documents accompanying this fecsimile transndssion contain confidential tnfonnation which may be legally 
piivileged. mxe infonnadon is intended only for the use of the recipient named below. If you have lecdvcd thi.-: fiicsimile 
in eiTOr, pleaiie inmediatcly noti:^ us by telephone 10 anange for return of the orighud documents to us; and any 
disclosure, copyine, distribution or the taking of any action in reliance on the contents of tills &xed infonmlior is strictly 
prohibited. 



To: 



U.S. Patent and Trademark Office 



Facsimile No.: 
OurRef.: 



BOARD OF PATENT APPEALS AND INTERFERENCES 

571-273-0052 

MICRON U3C1 



From: 

Operator: 

Date: 



Application No: 09/989,563 
Filed: November 19, 2001 
Examiner: AnhQuanTra 
Alt Unit: 2816 

Irfan A. Lateef 
Jayne Clodfelter 
September 7, 2005 



No. Of PAGES: 12 (incl. cover sheet) 

Time: 3:30 p.m. 



IF YOU DID NOT RECEIVE ALL OF THE PAGES PLEASE CALL BACK IMMEDIATELY 

Operator Phone No.: (949)760-0404 Facsimile No.: (949)760-9502 



MESSAGE: Please see the attached. Thank you. 



San Francisco LosAngales RI\nrsido San Luis Obispo 

619-235-8550 41S-aSA^114 aiHSR1.^n am.7M.a9ii anK.ejn.i:i:en 
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Please Direct All Correspondence to Customer Number 20995 



TRANSMITTAL LETTER FOR PETITION FOR GRANT OF ORAL HEARING AND 

REQUEST FOR ORAL HEARING 

CERTJnCATE OF MMLDiO / FACSIMILE 

I hereby certify that this corrcspondcnoc and all 
TnaTkcd attachments are teitig deposited with 
the United States Postal Service as first-class 
mail in an envelope addressed to; 
Commissioiier for Patents, P.O. &ox 1^50, 
Alexandria, VA 22313-1450^ on date shown 
below, OS well as &xed tc* Board of Patent 
Appeals and Interferences at ?ax No. (57l)-273- 
0052 



September 7. 20Qj 



.Applicant 


Sher et al. 


App.No 


: 09/989,563 


Filed 


: November 19, 2001 


For 


: CLAIVIP CIRCUIT WITH FUSE 




OPTIONS 


Examiner 


Anh Quan Tra 


Art Unit 


: 2816 





MaO Stop Board of Patent Appeals and Interferences 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Transmitted herewith for filing in the above-identified ^plication are the following 
enclosures: 

(X) Petition for Grant of Oral Hearing in nine (9) pages. 

(X) A check for $130 as required for the P^ftft'on by 37 C.RR. § L170i) viamaiL 

(X) Reguestfor Oral Hearing in ORG (\)p2igiQ, 

(X) Return postcard via mail. 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 1 1-1410. 



Respectfully submitted, 
Knobbe, liAKTEij^, Olson & Bi 



Dated: September 7. 2005 




1916494:090705 



ateef 

Regis^tion No. 51,922 
Attomey of Record 
Customer No. 20,995 
(949) 760-0404 
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PEXmON FOR GRANT OF ORAL HEARING 



Applicant 


: Sher et al. 


App. No 


: 09/989,563 


Filed 


: November 19, 2001 


For 


: CLAMP CIRCUIT WITH FUSE 




OPTIONS 


Examiner 


Abn Quan Tra 


Art Unit 


: 2816 



Mail Stop Board of Patent Appeals and Interferences 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sin 

Applicants respectfully submit this petition under 37 C.F.R. § 1,183 in response to the 
Notification of Non-Compliance Regarding Oral Hearing faxed on August 24, 200.'5. 

Summary of Relevant Facts 

This application is currently under appeal. On June 2, 2003, Appellants filed a Reply 
5We/ along with a transmittal letter. Appellants respectfully requested an oral hearing in this 
Appeal in the transmittal letter. The transmittal letter is a separate paper firom tb,6 Reply Brief, 
and it plainly states "Appellants hereby request an oral hearing." A copy of the transmittal letter 
filed with the Reply Brief is attached as Ex. 1. This request was also accompanied, by the fee set 
forth in 37 C.RR. § 1.17(d). 

On January 28, 2004, the Office fiaxed a Docketing Notice (attached as Ex. 2) to 
Appellants' anomeys of counsel, acknowledging that Appellants had filed a Request for Hearing 
in June 2003. On August 26, 2004, the Office reconfinned that a hearing had beai requested by 
Appellants by mailing a Notice of Hearing (attached as Ex. 3) to Appellants' attorneys of record 
indicating that the Appeal would be heard by the Board of Patent Appeals and Interferences on 
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November 18, 2004. On October 28, 2004, however, the OfiElce mailed an Order Vacating Oral 
Hearing And Order Remanding to Examiner because Appellants filed an Ammdment (Paper No. 
20) and an Mbraiation Disclosure Statement ("IDS") (Paper No. 21). After the Examiner had 
entered and considered the Amendment and IDS, on March 1, 2005, the Office again mailed a 
Docketing Notice (attached as Ex, 4) to Appellants' attorneys of counsel, acknowledging that 
Appellants had filed a Request for Hearing in June 2003. 

Despite three different confirmations of Appellants' request for an oral hearing, on 
August 24, 2005, the Office faxed a Notification of Non-Compliance Regarding Oral Hearing to 
Appellants' attorneys of record. The Notification indicates that Appellants' request for an oral 
hearing was not granted due to the Appellants' alleged failure to file the request in a separate 
paper, as required by 37 C.F.R § 1.194(b). 

Appellants Have Met The Separate Paper Requirement Of 37 C.RR § 1.194(b) 

The rule in question, 37 C.F.R, § lil94(b), states the following: 

"If appellant desires an oral hearing, ^pellant must file, in a separate paper, a 
written request for such hearing accompanied by the fee set fortli in § 1.17(d) 
within two months from the date of the examiner's answer." 

The rule does not exclude transmittal letters as separate papers. Rule L194 merely specifies that 
the request for oral hearing must be made in a separate paper fi-om the briefing. 

Appellants made a good faith effort to satisfy this separate paper requirement. 
Appellants' transmittal letter is a separate paper pursuant to 37 C,F.R. §1.1 94(b) ajid it requested 
an oral hearing ("Appellants hereby request an oral hearing."). Indeed, the Office accepted that 
transmittal letter as a separate paper requesting oral hearing on three different occasions and had 
even set an oral hearing date. There is no reason for the Office to stray firom ihose previous 
decisions. Accordingly, the Office should reverse its decision that Appellants failed to satisfy 37 
C,F,R. § 1.194(b) and set an oral hearing date. 

Extraordinary Circumstances And Justice Require That The Separate Paper Requirement Be 
Suspended Or Waived 

In the alternative, Appellants respectfiilly request that the requirement to ttmely file (i.e., 
within two months firom the date of the examiner's answer, as required by 37 CF.R. § 1.194(b)) 
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a request for an oral hearing in a separate paper be waived/suspended, so that Appellants may 
jaie a new request in a separate paper. To that end, filed herewith is a request for oral hearing in 
a separate paper. The new request for an oral hearing is justified for two reasons. 

First, Appellants are prejudiced by the. Office's denial of an oral hearing. Appellants 
have spent a lot of time and resources on this Appeal. Had Appellants known that they would 
not be able to argue Appeal at an oral hearing, tiien Appellants may not have pursued such 
an Appeal. Instead, Appellants would have proceeded differently. 

For example, in the Examiner's Answer, the Examiner withdrew its rejections of claims 
22-24. Appellants decided to cancel these claims ("cancelled claims") from the^^peal and to 
pursue them in a continuation apphcation. Had Appellants known that there wotold be no oral 
hearing regarding the remaining claims, Appellants might have accepted the cancelled claims in 
the Appeal and filed a continuation application to pursue the rejected claims at issue on Appeal. 
Because the Office lead Appellants to believe that an oral hearing woxild occtjt, Appellants 
tactically decided not pursue that route. Because Appellants cannot now change course with 
respect to how they proceed with the claims, Appellants have been unjustly prejudiced by the 
Office's action. 

Second, an oral hearing is necessary in this case to adequately respond to the Examiner's 
rejections. The claimed invention is complex and relates to intricate electrical circuits. Such 
circuitry is subject to the much-discussed "hindsight trap," in which the invention leads an 
examiner to use the applicant's own disclosure as a blueprint to defeat patentability by simply 
piecing together circuitry used in different settings &om multiple references. However, because 
of the complexity of the circuitry at issue and its specific use, the ExamiDer incorrectly 
characterized the circuits disclosed in the prior art and further incorrectly combined those 
circuits. Similarly, the Exammer did not cite any specific motivation to combine these 
references, but rather relied on his own conclusory assertion of a motivation to combine. 
Though Appellants' briefs makes these points. Appellants' arguments could be easily 
misunderstood and dismissed on the papers. Thus, Appellants desire an 0]al hearing to 
specifically pomt out, on the circuit diagram level, the deficiencies in Examiners' assertions 
regarding the teachings of the prior art and any motivation to combine. 
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Conclusion 



The Office should accept Appellants' original request for oral hearing made in its 
transmittal letter accompanying the Reply Brief. Alternatively, because of the extraordinary 
circumstances and prejudice to Appellants, the Office should, in the interest of justice, 
waive/suspend the requirement that a request for oral hearing be timely made, accept Appellants' 
new request for an oral hearing filed concurrently herewith in a separate paper, and set a date for 
oral hearing. 



Respectfully submitted. 



Knobbe, Martens, Olson & Bear, LLP 



Dated: September 7, 2005 




Customer No. 20,995 



(949) 760-0404 



1889278 
082405 
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In re application of 
AppL No. 
Filed 
For 

Examiner 
Art Unit 



Joseph C. Sher et al. 

09/989,563 

November 19, 2001 

CLAMP ClRCUrr WITH FUSE 
OPTIONS 

Anh Quan Tra 

2816 



CERTFICATE OF MAILING 

I hereby certify that this cormspondence and all 
marked aoaohxnents are bomg> deposited wiib the 
United States Postal Sendee as first-lass mail in 
an cnvclopo addressed toi "Mail Stop ^Appeal 
Brief-Fstents, Assistant CornmiBsioner of Patents^ . 
?.0. Box 1450, Alexandria, VA 22313-1450, on 



June 2. 2003 




ieayg. Sewell, Rpg. Ho. 31,567 



Mail Stop Appeal Brief-Patents 
Assistant Comimssioner of Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

Sin • 
Transmitted herewith are: 

(X) Appellants' Reply Brief m 7 pages in triplicate; 

(X) Amendment Accompanying Appellants ' Reply Brief m 8 pages in triplicate; 
(X) A check in tiie amount of $280 to cova: the request for oral hearing fee; and 
PO A return prepaid postcard. 

(X) Appellants hereby request an oral hearing. The fee set forth in 37 C.F.R. 1 .17(d) is 
enclosed. 

(X) Please charge any additional fees or credit oveipayment to Deposit Account No. 1 1 - 1 41 0. 



JeofT. Sewell 
4istration No. 3 1 ,567 
Cttomey of Record 
Customer No, 20,995 



JT$-1 7465.DOC 
20030602/2 
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Telecopy/Facsimile TransiDissiaii 
Cover Sheet 



DATE; »(2^s)oM 

FAX* V{5H^^ -^Urc:^^ *=?^0 2_ 

FROM: BOABB OF PATENT APPEALS & INTERFERENCES 
(703) 308-9797 (Voice) 

NUMBER OF PAGES (INCLUDING TRANSMITTAL SHEET): 
REMARKS: 



JAN 2 S im 
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4 TradBinark Office 703-308-7B6|^^ 



2040 MAIN STREET iSant: SHER. JOSEPH C 

FOURIEENIH FLOOR oS^^3 
IRVINE.CA 92614 .«ppi«w»m. 



Board of Patent Appeals and Interferences 
Docketing Notice 

ApplicatioD 09/989.563 was received ftomthe Tedjiol(^C«rter aitheBo^rd on 
DeSnber 11. 2003 andhasbeen assigited Appeal No: 0004-0589. 

A review of tiie file indicates that the following docuaents have been filed by appellant; 

Appeal Brief filed on: Jamiaiy 10, 2003 
Reply Brief filed on: June 05, 2003 

Request for Hearing Sied on: June 05, 2003 

In an fiJture corarmmicaiiona regarding tMs appeal, please indude both the appfication 
number and the appeal number. 

The mailing address for the Board is; 

BOARD OF PATE^^■ APPEALS AW IffTERFERei)^ 
UNITCO STATES PATENT AND TRADEMARK OFFICE 
P.O. BOX 1460 
ALEXANDRIA VIRGINIA 82815.1450 

The fiwsiiuUe nmnber of the Board is 703^308-7952. Because th6Hidgto^i«Tty 
ifthe WashingtonD.C. area, facsimile communioations «f J^,?™^^St^m 1 
inquiries can be made by caJling 703-308-9797 and should be directed to aFro^m and^ 
Resource Administrator. I ' fVl/'^'fi? 0 

Bv order of the Boani of Patent Appeals and Interferences | 
^ JAN i t 2004 



BOARD Of H-^Ei?V APP^l^ 
AND il'ii'aarcftE^iCK 
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United States Paaent amtTradpmark Off ioe 



MAILED 

AUG 2 6 2004 

AffilHTERFffEBCES 



Under Secmte^ oT Commerce for intelloclual Pro^perty «nd 
Director of tfw UnHod SUrles PfltaM and Tradfimark Office 

Pia'Box 1450 
Alexandria, Virginia 22313-1450 
www.iuspto.90v 



Knobbe, Martens, Olson & Bear 
LLP 

2040 Main Street 
14th Floor 
Irvtoe, CA 92614 



ppeal No: 
^pellant 
Application No: 
Hearing Room: 
Hearing Docket 
Hearing Date; 
Hearing Time: 
Location: 



2 004-05 89 

Sh^, Joseph C elal 



09/989,563 




iT hursday/ WovembBr 1 8, 2 0D4 



9:G0 AM 




NOTICE OF HEARING 
CONFIRMATION REQUIRED WITHIN TWENTY4>NE DAYS 

Your attention is directed to 37 CFR § 1.194(a), 

The above idenWed appeal will be heard by the Board of Patent Appeab and Interferences on the 
date indicated Hearings will commence at the time set and as soon as the argument In one appeal 
Is concluded, the succeeding appeal wSl be taken up. 

The time allowed for argument Is twenty minutes unless additional time is requested and permitted 
before the argument is commenced. 

CONFIRMATION OR WAIVER OF THE HEARING IS REQUIRED. 

This form must be completed below and facsimile trarismltted to both: (1 ) ttie USPTO Central fax 
number (official copy), and (2) the Board of Patent Appeals and Interferences fiax number (courtesy 
copy) within TWENTY-ONE (21) DAYS from the mailing date of this tiob'ce Indicating conflmrtafion or 
waiver of the hearing. A copy of this notice may be alternately filed by mail if fiacsimile is not a\/aildbl6. 

Failure to file this form within this time period will be construed as a waiver of the request fbr oral hearing. 

37 CFR § 1.136(8} does not apply. 

By order of the Board of Patent Appeals and Interferences 



BPAI HEARINGS FAX No: 

(703) 308^199 
USPTO Central Fax No, 
(703) 872-9306 



BPAI Mailing Address: 

BOARD OF PATENT APPEALS AND INTERFERENCES 
UNITED PATENT AND TRADEMARK OFFICE 
P.O. BOX 1450 

ALEXANDRIA. VIRGINIA 22313-1450 



Clerk of the Board (703) 308-9797 
In all communications relating to this appeal, please identify the appeal by its number. 



CHECK ONE: 



:j| HEARING ATTENDANCE CONFIRMED 
Q HEARING ATTENDANCE WAIVED 



Signature of Attomey/Agent/Appellant Date 

Klamee of olhar visitors oxpactBd to accomparty 
counsel: 



Registration No. 



AUG^ 0 im 



For mrormatlon on visitor accosG to hearing rooms and security procedures at the USPTO AJoxandrIa Campus, see 
http:/^vww.usptQ.govAvetl/offices/dco^17bpaf/docs/contact&/contacLlnib.htm 
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United States Patent and Trademark Offbe 



Under Secretary of Commra-cefor Intellectual Property'^Qd- 
Director of the United States Patent and Trad«narlc Offli^ 

PX).Bo)c1450 
Alexandria, Virginia 2231 3-1450 
wvwtf.iispto.gov 



KNOBBE MARTENS OLSON & BEAR LLP 
2040 MAIN STREET 
FOURTEENTH FLOOR 
IRVINE, CA 92614 



Paper No: 

i^pealNo: 200S-0826 

Application: 09/989,563 

Appellant: Joseph C. Sher et aL 



Board of Patent Appeals and Interferences 
Docketing Notice 

Application 09/989,563 was received &om the Technology Center at the Board on 
Fehruaiy 07, 2005 and has been assigned Appeal No : 2005-0826. 

A review of the file indicates that the following documents have been filed by E^ellant: 

Appeal Brief filed on: January 10, 2003 
Reply Brief filed om June 05, 2003 

Request for Heaiing.filed on: June 05, 2003 

In all fiiture communications regarding this appeal, please include both the application 
number and the appeal number. 

The mailing address for the Board is: 

BOARD OF PATENT APPEALS AND INTERFERENCES 
UNITED STATES PATENT AND TRADEMARK OFFICE 
P.O. BOX 1450 
ALEXANDRIA, VIRGINIA 22313-1450 

The facsimile number of the Board is 571-273-0052, Because of the heightened security 
in the Washington D.C. area, facsimile communications are recommended. Telephone 
inquiries can be made by calling 571-272-9797 and should be directed to a Program and 
Resource Administrator. 



By order of the Board of Patent Appeals and Interferences 
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Please Direct All Correspondence to Customer Number 20995 



REQUEST FOR ORAL HEARDf G 

FROM THE EXAMINER TO THE BOARD 
OF PATENT APPEALS AND INTERFERENCES 



Applicant 


: Sher et al. 


App. No 


: 097989,563 


Filed 


November 19, 2001 


For 


: CLAMP CIRCUIT WITH FUSE 




OPTIONS 


Examiner 


: Anh Quan Tra 


Art Unit 


: 2816 



Commissioner for Patents 

P,0, Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Pursuant to 37 CJ.IL § 1.194(b), Appellant hereby requests an Oral Hearing before the 
Board of Patent Appeals and Interferences of the above-identified application. 

A check in the amount of $280 to cover this request for oral hearing was already 
submitted with Appellants' Reply Brief, Please charge any additional fees, including any fees for 
additional extension of time, or credit overpayment to Deposit Account No. 1 1-1410. 



Respectfully submitted, 

Knobbe, Martens, Olson & Bear, LLP 



Dated: September 7, 2005 




Lateef 
Registration No. 51,922 
Attorney of Record 
Customer No. 20,995 
(415) 954-4114 



1889267 J 
082405 



